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Kat hl een E. McCarthy, Maren Coburn and Charles P. Guarino
of Mdrgan & Finnegan, LLP for British-American Tobacco
(Hol di ngs) Limted.

Tina L. Snapp, Trademark Exam ning Attorney, Law Ofice 103
(Thomas G Howel |, Managi ng Attorney).

Before Simms, Hairston and Bottorff, Adm nistrative
Trademar k Judges.

Opi ni on by Hai rston, Admi nistrative Trademark Judge:
British-Anerican Tobacco (Hol dings) Limted has filed

an application to register the mark shown bel ow,
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for “direct mail advertising and advertising agency
services, nanely, pronoting the goods and services of
others through the distribution of printed materials and by
rendering sal es pronotion advice.”?

The Trademark Exam ning Attorney has finally refused
regi stration on the ground that applicant has failed to
conply with the requirenent for a disclainer, under Section
6(a) of the Trademark Act, of the phrase “BRI Tl SH
AMERI CAN. " Applicant has volunteered to disclaim
separately the words “BRITI SH and “AMERI CAN,” argui ng that
the record fails to denonstrate that “'British Arerican’ is
a unitary geographically descriptive phrase in the context
of the mark and services at issue here.” (Reply brief, p.
1).

Appl i cant has appeal ed. Both applicant and the
Exam ning Attorney have filed briefs, but no oral hearing
was request ed.

It is the Exam ning Attorney’s position that although

“BRI TI SH AMERI CAN’ does not name an actual geographic

pl ace, it is nonethel ess geographically descriptive matter

! Serial No. 75/475,767, filed on April 28, 1988, based upon
applicant’s allegation of a bona fide intention to use the nmark
in commerce. The word “TOBACCO' has been discl aimed apart from
the mark as shown.
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and therefore it nmust be disclained as a unitary phrase.
The Exam ning Attorney maintains that the requirement for a
di sclai mer of the unitary phrase “BRI TI SH AMERI CAN’ i s
consistent with Ofice practice and relies on third-party
registrations for conposite marks wherein such terns as
“Chi nese Anerican,” “lranian Anerican,” “African Anerican,”
“West I ndian American,” “Lebanese American,” and “Gernman
Aneri can” have been discl ai ned.
Applicant, in urging reversal of the refusal to

regi ster, makes a nunber of argunents. First, applicant
argues that the evidence nmade of record by the Exam ning
Attorney does not support her contention that the term
“British Anerican” is primarily geographically descriptive.
However, in an earlier case having anal ogous facts, the
Board dealt with a simlar issue:

[ T] he basis for applicant’s position is that

when conbined in the phrase LONDON & EDI NBURG,

t he indi vidual geographic terns becone

nongeogr aphi ¢ because London & Edi nburgh

is not the nane of a particul ar geographic

pl ace. We disagree. Wen the mark LONDON &

EDI NBURGH | NSURANCE is viewed as a whol e,

t he geographic significance of the words

is not lost. Consuners will still regard

the mark as referring to the cities of

London and Edi nburgh, rather than to sone

nmyt hi cal place called “London & Edi nburgh.”
Nor can London & Edi nburgh be consi dered
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such an odd or incongruous conbination of

geogr aphi ¢ place nanes that consunmers wl|l

view it as an arbitrary conbination

wi t hout a geographic significance as a

whole ....”

Further, applicant argues that purchasers and
prospective purchasers who see its BRI TI SH AMERI CAN TOBACCO
and design mark in connection with the identified services
will not assunme that “British America” is a geographi cal
pl ace. However, our decision does not turn on the
exi stence of a nythical place called “British Anerica.”

Rat her, we concl ude that purchasers and prospective
purchasers will regard the conbi ned words BRI TI SH AVERI CAN
in applicant’s mark as having primarily geographic
significance. The NEXI S evi dence supports the concl usion
that this is a conbination that purchasers are quite
accustonmed to seeing since it is used in the nedia.

Mor eover, this geographical significance is not lost with
the addition of the word “TOBACCO to “BRITI SH AVERI CAN, ”
or because the word “tobacco” is arbitrary for the
identified services. That this entire conposite al so
happens to be part of applicant’s | ogo, contains its trade
name and constitutes a critical component of its corporate

identity is largely irrelevant to the question of whether

BRI TI SH AMERI CAN is primarily geographical.
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Wth respect to the third-party registrations made or
record by the Exam ning Attorney for marks containing
©cooo AMERI CAN, we note that the vast majority of
these regi strati ons cover non-profit enterprises and
service organi zations. W agree with applicant they are
not totally anal ogous and hence are of limted value in
reachi ng our deci sion herein.

Additionally, we agree with applicant that its
di sclainmer of the term“BRI TISH AVERI CAN’ in a prior
registration for tobacco is not binding on applicant in the
instant application for services. However, irrespective of
t he goods/services involved, it does support the Exam ning
Attorney’s contention that in the past, the Ofice has
consi dered the designation “BRI TI SH AMERI CAN, " |i ke ot her
o AMERI CAN’ terns, to be primarily geographical — a
determination totally apart from whether the current record
supports a finding of geographical descriptiveness for
particul ar servi ces.

Finally, we turn to the question of how exactly the
di sclainmer nust read in this case. In a simlar case, the
Board held that:

Petitioner’s request for entering two separate

di sclainers of “glass” and “technol ogy” in the

uniformwording is inappropriate. To allow

two separate disclainmers of the individual words
in the standard printing format would effectively
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permt pieceneal disclainers of a unitary,
descriptive term Disclainers of individual
conponents of conplete descriptive phrases are
inmproper. In re Surelock Mg. Co., 125 USPQ 23
(TTAB 1960). Unitary expressions should be

di sclaimed as a conposite. Anerican Speech-
Language- Heari ng Assn. v. National Hearing A d
Soci ety, 224 USPQ 798 (TTAB 1984). “d ass
Technol ogy” is a unitary phrase which is
descriptive of the autonobile w ndshield
repair kits. Therefore, the wording nust be
disclaimed in the conposite. Separate

di scl ai mer of the individual words, “glass”
and “technol ogy,” in the standard printing
format is inproper.

In re Wanstrath, 7 USPQ2d 1412 (Commir 1987).

Consi stent with these reported decisions, |ong-
standing Ofice practice has required that unitary phrases
be disclained in their entirety. Accordingly, the
Trademar k Exam ning Attorney was correct is to require a
di sclaimer of the unitary phrase BRI TI SH AVERI CAN

Deci sion: The requirenent, under Section 6 of the
Trademark Act, for a disclaimer of BRI TISH AMERI CAN i s
affirnmed. Nonetheless, this decision will be set aside and
applicant’s mark published for opposition if applicant, no
later than thirty days fromthe mailing date hereof,

subm ts an appropriate disclainmer of BRI TI SH AMERI CAN



